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This is in response to the appeal brief filed 9/15/08 appealing fi-om the Office action mailed 
8/4/08 
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(1) Real Party in Interest 

A statement identifying by name the real party in interest is contained in the brief. 

The examiner is not aware of any related appeals, interferences, or judicial proceedings 
which will directly affect or be directly affected by or have a bearing on the Board's decision in 
the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection contained in 
the brief is incorrect. 

The amendment after final rejection filed on 8/14 /08 was not entered. 

It is however being entered now. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is deficient. 37 CFR 
41.37(c)(l)(v) requires the summary of claimed subject matter to include: (1) a concise 
explanation of the subject matter defined in each of the independent claims involved in the 
appeal, referring to the specification by page and line number, and to the drawing, if any, by 



Application/Control Number: 1 0/823 ,152 Page 3 

Art Unit: 1625 

reference characters and (2) for each independent claim involved in the appeal and for each 
dependent claim argued separately, every means plus function and step plus function as 
permitted by 35 U.S.C. 1 12, sixth paragraph, must be identified and the structure, material, or 
acts described in the specification as corresponding to each claimed function must be set forth 
with reference to the specification by page and line number, and to the drawing, if any, by 
reference characters. The brief is deficient because the applicants have not shown just the 
elected group but the full invention. This has been restricted and in the response filed 6/30/05 
applicants elected group I wherein A is a N and B is a carbon, and X is a bond. The election was 
made without traverse. The claims were amended and the current pending claims are as filed on 
5/7/08. 

Claim 1 now reads. 
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h a phsnyS swMtift^l Wii^tt il&Z mbiMimiiB i^epe*?de??lly sebet^cS ^sjm S^a group 
X ^ » b&Ml 

and mm ma^ SndepsndisrtfeY MSi^fen, <C<-C4NM, or hsilo-sybs^ifeted <Cr 
R* is (G^-Cglaakj^, halo-sabstiuJQd (CrCs)3l:k>t cydkapiKnt^i G\f'doto>^, p^seddavl-^, 
pro^vlded that {lie eostpoyiKi is a composites of fow^iu^a f^" and R^ sr« 



(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is 
substantially correct. The changes are as follows: 

WITHDRAWN REJECTIONS 

The following grounds of rejection are not presented for review on appeal because they 
have been withdrawn by the examiner. The rejection of the claims under 35 USC 1 12 first 
paragraph has been withdrawn. 
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The general issue on Appeal is whether the Examiner erred in rejecting Claims 1,4, 
8-11, 31, 35, 36, 42, 43, 49, 55, 59 and 64 on the ground of non-statutory 
obviousness-type double patenting over Claims 1-23 of US Patent No. 7,230,024. 



(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 



(9) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 
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Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

Claiml, 4, 8, 9, 10, 31, 35, 36, 42, 43, 49, 55, 59 and 64 are rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claim 1-23 of U.S. 
Patent No. 7, 230,024. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because the structures are very similar and the compounds are isomers 
and hence prima facie obvious. Please see explanation below. 

The claims compounds are drawn to the compounds of the formula 

g R* R' 

m m 

p f ) t t I t t fi Hr I ^ rt3st thag?mjip 



So with X being a bond it makes it a bicyclic ring of two 5 membered ring. 



As given on page 48 of their specifications the species disclosed are as follows. 
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The US 7, 230,024 patent claims are drawn to 
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Claims 7 is drawn to compounds of the formula 

r \ J r i Rh r si 
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These are all pharmaceutical compounds. 

According to the specifications definition the "pharmaceuticals" are used to treat obesity and 
also act on the same receptor. 

The species of claim 8 are given in a structural formula in Table 1 column 46, 47 some of 
which are reproduced here. 
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Also see table 3 column 55. 
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Difference between patent and the claims MPEP 2141.02 

The difference is only in the position of the double bond O group on the core. 
For clarity the examiner has shown the species . 




Applicants compounds. 

US 7, 230,024 's compounds are 




See compound 1A3 of appellants compound and 1A2 of the patent . 

The substituents Rl, RO, R4 are the same and appellants do not argue that. 

The only difference is the double bond O, =0. 

They are on different sides, making the compounds positional isomers. 
Making the compounds "4-ones " instead on the patents "6-ones'. 

Prima Facie Obviousness , Rational and Motivation MPEP 2142-2413 

It should be noted that SR141716A the compound appellants compare the activity of the 
compound with , given in the specifications and also shown in the office action of 4/16/08 is 
given by The structure 
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L with R being *' 

It should be noted that the pyrazole core with the two phenyl rings is the same in the US patent 
and applicants. 

Thus there is a clear teaching that R group or the bicyclic part of the pyrrazole may not effect 
the activity. These all have cannabinoid receptor activity. 

The activity it appears to depend on the pyrazole with the 2 phenyl rings. 
Also structurally similar compounds have similar activities. 
In re Wilder, 563 F. 2d 457, 195 USPQ 426. 

Both applicants compounds and those of the patent have the same pyrazole with the 2 phenyl 
rings. Thus one of skill in the art would consider that the isomers with the different position of 
the =0, to also have the same activity, thus motivating a person skilled in the art to try , with a 
definite amount of predictability of being successful. 

According to KSR v Teleflex Inc. 2007 there are several rationales for motivation. 
They are given below. 
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RationaiBB 

r?A) Combimog prior art elernents 
according to known methods to yield 
predictable results; 

|B) Sioiple substitutioD of one known 
e lenient for another to obtain 
predictable rc^sidts ; 

(C) Use of known teehnique to 
improve similar devices (methods, or 
products) in the same way, 

(D) Applying a known, technique to a 
known device (methcxi, or product) 
ready for i tiiproveinent to yield 
predict ab ! e res ult s ; 

(E) "Obvious to iry'" — choosing from a 
finite nmnber of identified^ predictable 
soJiitioiis , with a reasonabh^ expectation 
of success; 

(F) Kn.owrs work in one field of 
endeavor may prompt variations of it for 
USB ill either the same fieixi or a different 
one based on design incenti ves or other 
market forces if the variations woidd 
have been predictable to one of ordinary 
skill in the art; 

(G) Some teaciiing, siiggestioii, or 
motivation in the prior art that would 
have led one of ordinary skill to modify 
the prior art reference or to combine 
prior art reference teachings to airive at 
the claimed ioveiition. 



In this case the structure is very similar to that of the known SR 141716 . 
The positional difference is in the =0, Thus motivating a person and making it obvious to try for 
a person of skill in the art to make and use the isomers with =0 at a different position , with a 
predictability of success, and expect the properties and activity to be the same. 
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(10) Response to Argument 

Appellants argue that 

Firstly, the inventive compounds are not mere 

positional isomers of those disclosed and claimed in US 7,230,024. Although the structures 
below would be considered structural isomers, they are not positional isomers. Clearly, 
changing the orientation of the core is much more than just moving the point of attachment of a 
single substituent. If one compares the two Formula (111) structures below, one can easily see 
that access to the carbonyl is hindered in one of the structures but not in the other one. In both 
the Formula (111) and Formula (IV) structures, the closeness of the R^'^ and R^'' substituents on 
one orientation would have more influence on the phenyl group than the other orientation. This 
could easily affect the binding of the compound to a receptor. 




m 





Response :- 

The compounds are isomers. Appellants agree that they are structural isomers. 
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Yes the orientation changes however the position of the two phenyl ring s and the pyrazole 
remain the same. 

The diagram shown above is misleading as X is a bond . The Rl and RO phenyl remain on the 
same side. 



Table 1 




m.-. 
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It is also on the same side as the known drug SR 141716. 




Thus teaching that this may be the part of the compound that gives the activity. 

Thus the motivation to try as the =0 is in the part of the compound which may or may not 

effect the activity. There is definite amount of predictability of success. 
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Appellants further argue that 

We elaborated on this requirement in the case of In re Deuel, 51 F.3d 1552, 1558 (Fed. 
Cir. 1995), where we stated that "[njormally a prima facie case of obviousness is based 
upon structural similarity, i.e., an established structural relationship between a prior art 
compound and the claimed compound." That is so because close or established 
"[sjtructural relationships may provide the requisite motivation or suggestion to modify 
known compounds to obtain new compounds." Id- A known compound may suggest its 
homolog, analog, or isomer because such compounds "often have similar properties 
and therefore chemists of ordinary skill would ordinarily contemplate making them to try 
to obtain compounds with improved properties." Id._~. We clarified, however, that in order 
find a prima facie case of unpatentability in such instances, a showing that the "prior 
art would have suggested making the specific molecular modifications necessary 
to achieve the claimed invention " was also required Ido (citing In re Jones, 958 
F.2d 247 (Fed Cir. 1992), 919 R.2d 688; Grabiak, 769 F.2d 729; In re Lalu, 747 F.2d 
703 (Fed Cir. 1984)). 



Response ; 

The prior art along with the known SR 141716 clearly teaches the similarity in the structure is 
due to the pyrazole with the 2 phenyl ring, which is the same as in the US 7, 230,024 
compounds also. This is a strong motivation and suggestion that making changes on the other 
end of the pyrazole would not affect the activity. 



Appellants further argue that their reasoning is consistent with the legal principles enunciated in 
KSR. While the KSR Court rejected a rigid appUcation of the teaching, suggestion, or motivation 
("TSM") test in an obviousness inquiry, the Court acknowledged the importance of identifying "a 

reason that would have prompted a person of ordinary skill in the relevant filed to combine the 
elements in the way the claimed new invention does" in an obviousness determination. KSR, 127 
S.Ct.atl731. 
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Response :- 

At the time of the invention SR 141716 

Colombo, G., et al, "Appetite Suppression and Weight Loss after the Cannabinoid 

Antagonist SR141716," Life Sci., 63, PLl 13-PLl 17 (1998); Simiand, J., et al, 
"SR141716, a CBl Cannabinoid Receptor Antagonist, Selectively Reduces Sweet 
Food Intake in Marmose," Behav. Pharmacol., 9, 179-181 (1998); ( all reference are cited in a 
the specification, page 2.) 

was a well known compound and applicants compounds have a similar structure. The difference 
is in the pyrazole ring. This provides enough motivation to modify the compounds of the US 
7,230,024 at the C=0 position and expect them to have the same properties. 

(11) Related Proceeding(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the Related 
Appeals and Interferences section of this examiner's answer. 

For the above reasons, it is believed that the rejections should be sustained. 



Conclusion 

Thus the claims 1, 4, 8, 9, 10, 31, 35, 36, 42, 43, 49, 55, 59 and 64 are rejected on the 
ground of nonstatutory obviousness-type double patenting as being unpatentable over claim 1-23 
of U.S. Patent No. 7, 230,024. 
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Respectfully submitted, 
/Rita Desai/ 

Primary Examiner AU. 1625. 
Conferees: 
Janet Andres 

Supervisor, Art Unit 1625. 
/Janet L. Andres/ 

Supervisory Patent Examiner, Art Unit 1625 

/Robert A. Wax/ 

Quality Assurance Specialist 

Technology Center 1600 



